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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-26, 28 and 39, drawn to a method of cementing a well, classified in class 
166, subclass 293. 

II. Claims 27, 29-38 and 40-70, drawn to a composition and methods of preparing, 
classified in class 507, subclass 269. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case, the composition of or prepared by the Group II invention could 
be used in processes other than cementing a well, e.g., as a component of a concrete for use in 
building, highway or dam construction, or treating other permeable media, such as a soil 
remediation or consolidation process. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

5. During a telephone conversation with Craig W. Roddy on November 17, 2005 a 
provisional election was made with traverse to prosecute the invention of Group I, claims 1-26, 



Application/Control Number: 10/775,348 Page 3 

Art Unit: 3676 

28 and 39. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 27, 29-38 and 40-70 stand withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 2, 9, 1 1-13, 17, 19 and 21 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 2, and 1 1-13 are deemed indefinite insofar as they fail to include at least one 
positively-recited step. In this regard, the recitation, e.g., "used as a drilling fluid" or "used as a 
proppant" fails to comprise a positively-recited step. Moreover, it is not clear exactly how the 
hydrated cement particulates as "used" in the recited manner(s). Also with respect to claim 13, it 
is not seen that the hydrated cement particulates, per se, can be "used as a cement composition" 
since the cement particulates are already hydrated and would thus, not be further settable. 

Claim 9 is deemed indefinite with respect to the recitation "another admixture" insofar as 
there is no first or initial mixture recited. 

Claims 5, 17, 19 and 21 are deemed indefinite in being drawn to improper Markush 
groupings. As noted in MPEP Section 2173.05(h), the use of the term "comprising" or 
"comprises" is improper in setting forth the Markush grouping. Accordingly, in line 1 or 2 of 
each of these claims, the transitional phrase "comprises" must be changed to, — is selected from 
the group consisting of — or — is — , 
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Although not indefinite, it is noted that claims 28 and 39 will need to be rewritten into 
independent form since their respective parent claims 27 and 38 are presently drawn to the non- 
elected invention. 

8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 1-26, 28 and 39 are rejected under 35 U.S.C. 102(a) as being anticipated by Berke 
etal (6,648,962). 

Berke et al discloses processes of using an aqueous cementing composition which 
includes hydrated cement particulates in admixture with a hydraulic cement in the overall 
cementing slurry. One of the applications or processes of using such cementing composition is 
in the cementing of oil wells (note col. 8, lines 6-15), as called for in claims 1, 13 and 14. 

As per claim 2, the oil well cementing composition or slurry of Berke et al is deemed to 
comprise a "completion fluid" or "workover fluid", as broadly recited, since the overall 
cementing process will inherently complete or "workover" the well. 

As per claims 3,6, 18 and 22, clearly the cementing composition and/or the hydrated 
cement particulates comprises an "admixture"; the recited relative amounts and ranges of 
hydrated cement particulates to hydraulic cement in claims 7 and 23 are deemed encompassed by 



Application/Control Number: 10/775,348 Page 5 

Art Unit: 3676 

the corresponding hydrated cement particulates to cement ranges of Berke et al (note col. 10, 
lines 22-32). 

The steps of preparing the hydrated cement particulates as recited in claims 4 and 20 are 
clearly set forth in Berke et al (note col. 5, lines 37-46); and which result in the hydrated cement 
particulates size range of claims 10 and 26. 

The cements recited in claims 5, 17 and 21 are clearly set forth in Berke et al, such as 
Portland cement. 

As per claims 8, 9, 24 and 25 Berke et al also calls for coating the hydrated cement 
particulates (note col. 3, lines 22-32). 

As per claims 1 1 and 39, it is deemed that the hydrated cement particulates will 
inherently or necessarily comprise a "density-varying" or density-affecting additive insofar as 
the density of the hydrated cement particulates will vary from the overall oil well cementing 
composition depending on, e.g., the particular hydraulic cement and slurry medium utilized. 

As per claim 12, in the event there are any natural protrusions or fractures in the 
penetrated formation, or any fractures which may be formed during the drilling/cementing 
operation, the cementing composition will inherently fill and plug such fractures/opening, and 
thus the hydrated cement particulates will comprise a "proppant". Moreover, as noted above, no 
positively-recited steps are set forth relating to a fracturing process. 

As per claim 16, insofar as the cementing composition applied in the oil well cementing 
process of Berke et al appears to correspond to the recited cementing composition in applicant's 
process, it is deemed that the cementing composition of Burke et al will inherently or necessarily 
possess a density within the recited range. 
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As per claim 19 5 one or more of these components or additives is also incorporated into, 
and/or coated onto, the hydrated cement particulates included in the cementing composition 
utilized in the oil well cementing process of Berke et al. 

As per claim 28, it is deemed that the hydrated cement particulates will inherently or 
necessarily comprise and function as a fluid loss agent within the overall oil well cementing 
slurry or composition, by virtue of its particle/particulate constituency and/or the mixture of size 
ranges within the hydrated cement particulates. 

10. The prior art made of record and riot relied upon is considered pertinent to applicant's 
disclosure. 

Other references disclose processes of cementing or treating a well utilizing hydrated 
cement particulates (note Powers et al (3,366,177). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Suchfield whose telephone number is 571-272-7036. The 
examiner can normally be reached on M-F (6:30 - 3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on 571-272-6843. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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